
       28 U.S.C. § 517 provides that "any officer of the Department of Justice, may be sent by the1

Attorney General to any state . . . to attend to the interests of the United States in a suit pending
in a court . . . of a State, or to attend to any other interest of the United States."
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

RICHMOND DIVISION

NTP, INC.,  

Plaintiffs,

          v. Civil Action No. 3:01CV767

RESEARCH IN MOTION, LTD.

Defendant.

THE UNITED STATES’ STATEMENT OF INTEREST

Pursuant to 28 U.S.C. § 517 , the United States files this Statement of Interest and seeks1

leave to supplement its Statement in this case to permit it to assess the scope of the government’s

interest in this case prior to this Court’s consideration of any motion by plaintiff to enjoin the use

of any BlackBerrry devices, or reinstatement of the final injunction, as set forth in this Court’s

Order of August 5, 2003. The United States is not a party to this litigation. 

I. INTRODUCTION

The United States (government) is a major user of BlackBerry™ devices and technology

to allow its employees to access e-mail, and to send messages, when they are away from their

offices and do not have computer access to their agencies’ networks.  As set forth below, and
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acknowledged by NTP, an injunction entered pursuant to 35 U.S.C. § 283 cannot enjoin use of a

patented invention by the federal government because the exclusive remedy for any such

unauthorized use of a patented invention is the award of compensation pursuant to 28 U.S.C. §

1498(a).  However, in the formulation of any injunction, it is imperative that some mechanism be

incorporated that permits continuity of the federal government’s use of BlackBerry™ devices and

establishes some procedure for identifying those devices that lie outside the scope of any

injunction entered in this action.

As also set forth below, the federal government may have a further interest in this case to

the extent that it is vital for it to be able to communicate in real-time with private parties,

including government contractors, through BlackBerry™ devices.  The government is currently

assessing the extent of its interest in such communications, and the extent to which the public

interest would be impaired by the award of any injunctive relief to NTP.  

II. STATEMENT OF THE CASE

This is a private patent infringement action filed by NTP, Inc. (NTP) against Research in

Motion, Ltd. (RIM).  At issue currently is the infringement of five patents relating to electronic

mail transmission.  On August 2, 2005, the Federal Circuit, in a revision of an earlier opinion,

affirmed this Court’s claim constructions, except for that of a limitation relating to an

“originating processor,” vacated this Court’s decision and remanded for further proceedings to

take into account the modified claim construction.    NTP, Inc. v. Research in Motion, Ltd., No.

03-1615, slip op. at 48 (decided August 2, 2005).  It further held that none of the process claims

could be infringed by the operation of the RIM system because one of the steps claimed to

correspond to a limitation of those claims occurred outside of United States territory.  It,



       State governments enjoy an Eleventh Amendment immunity from patent infringement2

actions in federal courts.  Florida Prepaid Postsecondary Educational Expense Board v. College
Savings Bank, 527 U.S. 627 (1999).  
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however, affirmed this Court’s decision that claims drawn to a system could be held infringed

despite the fact that a relay station was located in Canada.  Id. at 73.  The mandate was issued on

October 21, 2005.  

III. ANALYSIS

A. Any Injunction Must Provide A Workable Procedure For Ensuring That
Government Users Are Able To Continue To Use BlackBerry™ Devices And
Products

Pursuant to 35 U.S.C. § 283, a district court “may grant injunctions in accordance with

the principles of equity. . . .” (emphasis added).   However, injunctive relief awarded in a private

patent infringement suit does not prevent the manufacture or use of a patented invention by or for

the government because the remedy against the government is strictly compensatory.  Trojan,

Inc. v. Shat-R-Shield, Inc., 885 F.2d 854, 856-57 (Fed. Cir. 1989).  Recognizing this, NTP has

stated to the Federal Circuit:

As a matter of law, injunctions cannot apply to the federal government – a legal
point on which RIM has attempted to mislead the district court.  As for state and
local government, NTP unequivocably stated to the District Court that any issued
injunction would not apply to such users.  

NTP’s Response in Opposition to RIM’s Motion to Stay Issuance of the Mandate Pending Filing

and Disposition of Petition for Writ of Certiorari, filed October 18, 2005, at 12 n.2.   Indeed, in2

NTP’s Proposed Scheduling Order, filed November 1, 2005, it stated that it will propose an

injunction with exceptions for federal, state and local governments, as well as first responders,

such as the American Red Cross.  Id. at 5.  



       The declaration of David Clark, Director of BES Technology at RIM, which includes a3

Memorandum describing the information used in relaying e-mail transmissions to and from
BlackBerry™ devices, is attached hereto as Exhibit 1.  Defendant has attached a .pdf version of
this declaration bearing the signature of David Clark, and respectfully requests leave to substitute
the original signed copy of the declaration once it is received. 
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Despite NTP’s concession, there appear to be significant issues with the manner in which

any injunction is phrased, and implemented.  The previously entered injunction broadly enjoined

“RIM . . . and all those in active concert or participation with RIM. . . .from indirectly or directly

making, using, offering to sell, or selling within the United States or importing into the United

States” a number of BlackBerry™ handheld devices, along with the Corporate, ISP and Desktop

versions of its Redirector software, as well as offering wireless e-mail service on any of three

networks, including the GPRS network.  Final Order, entered August 5, 2003, at ¶ 3a.  The

language of this injunction would literally prohibit RIM from providing the services that would

be essential for the federal government, as well as state and local governments, to continue their

use of the BlackBerry™ devices.  That would amount to a de facto injunction against the

government’s use of BlackBerries, contrary to the Trojan decision.  

Moreover, there does not appear to be a simple manner in which RIM can identify which

users of BlackBerries are part of the federal government, so that e-mail directed to them can be

relayed through the BlackBerry™ system.  First, according to RIM, it does not maintain a listing

of e-mail addresses associated with government users, so that one might attempt to segregate

addresses that end in .gov or .mil.  (Dec. Of Clark, Ex. A at pp. 2-3).    Rather, RIM relies upon a3

PIN (Personal Identification Number) as a means of uniquely identifying every BlackBerry™

device.  Thus, there is no simple way in which federal government users can be easily identified
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to assure that their service is not being cut off along with commercial users.  The same would

apply to state and local governments, and any other authorized users.

One possibility for implementing the exception for federal government users recognized

by NTP, and mandated by case law, would be to develop a database containing a “whitelist” of

devices used by the federal government, as well as any other users who are excepted from the

scope of any injunction.  This raises some substantial challenges that cannot be instantly

surmounted.  In order to be useful, and to avoid inaccuracies in transferring information, any

whitelist should take the form of an electronic database.  This requires some determination to be

made by RIM and government users as to the appropriate format in which to provide this

information so that it can be incorporated into a usable database maintained by RIM.  Next, the

particular government entities who are authorized to transmit this information must be identified

to avoid duplicate, and possibly inaccurate, data from being transmitted by multiple government

offices or employees.  (See, Dec. Of Clark, Ex. A at p. 4).  Additionally, there would probably

have to be a procedure for each agency to certify to this Court that it has transmitted a list of

PINs and associated information that represents devices that are being used by the federal

government, in order to provide a mechanism for assuring that RIM did not overstep the bounds

of any injunction in implementing a whitelist.  

After some decision is made as to a proper format, and authorization process, for

providing whitelist information to RIM, each federal agency would need to compile an electronic

list of the PINs and associated information for each BlackBerry™ used by its employees in their

official capacity.  Since the federal government does not maintain any central agency for

purchasing and deploying BlackBerry™ devices, the procedure for supplying information to



       After recognizing that BlackBerry™ devices permitted emergency communications during4

times when other communications systems were inoperative, Congress issued them to every
member.  See Congressional Research Service, Congressional Continuity of Operations
(COOP): An Overview of Concepts and Challenges CRS-7 to CRS-8 (updated February 3, 2004). 
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identify government-owned BlackBerry™ devices may require a time-consuming inventory of

every agency within the federal government, including the legislative branch and the judicial

branch, in order to assure that service to those devices is not terminated as part of any

injunction.   We are presently assessing the scope of the burden, and amount of time, that would4

be required.  

Finally, RIM would need to incorporate this information into its database, so that the

federal government’s communications, which include a raft of time-sensitive official

communications, are not disrupted by any injunction.  This procedure would become more

complicated, and prone to error, when state and local government users, essential government

contractors, and Non-Governmental Organizations, such as the American Red Cross, are added

to the whitelist of authorized users.

Thus, the government has a substantial interest in assuring that the terms of any

injunction awarded to NTP incorporate a reasonable procedure to permit identification of

government users so that the federal government’s right to continue its use of BlackBerry™

devices is not rendered a nullity.

It is further worth noting that the five patents involved here are all undergoing re-

examination by the Patent and Trademark Office (PTO).  Given the potential complexity and

expense involved in inventorying the government’s BlackBerry™ devices, it may make sense to

stay any consideration of the reimposition of the injunction for at least 90 days, during which



       For example, it is quite possible that there is a strong public interest in being able to convey5

health or public emergency warnings to non-governmental users who have BlackBerry™
devices, and can take immediate action in response to such information.
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time the PTO may issue a final decision regarding the re-examination.  This would permit the

government to undertake a government-wide inquiry to determine the feasibility, expense and

time requirements of providing the information required for a whitelist of users who are not

subject to any injunction, by NTP’s own admission.  

There may also be a substantial public interest that would be impaired by enjoining

commercial use of BlackBerry™ devices.  The government needs additional time, however, to

assess such further public interest.  Staying consideration of reimposition of any injunction for 90

days would permit the government to consider such additional public interest.   5

III. CONCLUSION

The United States has a considerable interest in this action, to assure that its use of

BlackBerry™ devices and software, which falls outside of the scope of any injunction that may

be entered by this Court, is not impeded and that the public interest is not substantially harmed by

any injunctive relief.  In order to protect that interest, the government asks that it be served with

copies of all filings in this case bearing on any injunctive relief, and that it be permitted to

present evidence and arguments, and make further filings directed toward that issue.  

DATED this ___ day of November, 2005.

 Respectfully submitted,

PAUL J. McNULTY
UNITED STATES ATTORNEY
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